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Intellectual Property for 
Healthcare Companies
By Kathleen Rheintgen, Kris Kappel & Wade Kerrigan 

What is a Trademark?

 A trademark is a “source identifier.”  It provides 
information about where the product comes from.

 It is the name, phrase and/or logo that links your 
company, its services and its mission to the public.  

 A trademark is the foundation of your overall branding 
and marketing strategy.
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What is the Purpose of Trademarks? 

 To help to establish a relationship between a company 
and its customers; they provides the link to a customer’s 
loyalty 

 A company’s reputation is often linked to its trademarks

 Thus, trademarks are a critical part of a coherent and 
consist brand message and brand strategy and their 
value in a company’s success should not be 
undervalued or ignored.

How to Develop a New Trademark

Step 3:  File ITU Application, Register

Step 2: Trademark search to determine availability

Step 1: Selection of a strong mark
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Step 1: What is a “Strong” Mark?
 GENERIC: “emergency room” or “doctors”
. 
 DESCRIPTIVE: immediately provide information about 

the service or product – “vapor patch;” include 
laudatory marks “Best Dental;” geographic marks 
“North Shore Hospital;” and surnames “Williams 
Orthopedics” 

 SUGGESTIVE: “Service with a Heart” for a cardiac 
center; “Papoose” or “Joey” for pediatric services. 

 ARBITRARY: “Apple” for computers or “Amazon” for 
books (and everything else)

 FANCIFUL: “Xerox,” “Google,” or “Viagra,”

No protection

Weak

Strong

Descriptive Marks
 Can become protectable marks after years of 

“substantially exclusive” use and the acquisition of 
“secondary meaning.” 

 Can enjoy strong trademark protection despite their 
humble beginnings. 

 However, the ultimate strength of a descriptive mark is not 
totally in your control and protection may never extend 
beyond the exact mark.
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Suggestive Marks

 Suggestive marks are immediately protectable

 Scope of protection dependent on how suggestive the 
mark is of the goods; sliding scale of protection from 
“almost description” to “almost arbitrary”

 Scope of protection can increase with use, but ultimate 
strength of the mark may be in the hands of third parties. 

Descriptive or Suggestive Marks - Pros

 The greatest advantage of a descriptive or suggestive 
mark is that it descriptive or suggestive of the goods or 
services. 

 Little marketing effort is needed to education the 
consuming public about the nature of your products.
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Descriptive or Suggestive Mark - Cons

 There are only so many combinations of descriptive or 
suggestive words

 In a crowded market certain descriptive or suggestive 
works or phrases will already be in use

 This will either foreclose your use or indicate that anyone 
may use them such that no protectability remains

Arbitrary Marks

 Immediately enjoy strong protection 

 May require more time and expense to educate 
consumers about the goods or services

 Be sure to consider any meanings that may imply a claim 
regarding the goods

 May be arbitrary for your specific product, yet be 
descriptive or suggestive of a related product or service
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Fanciful Marks

 Immediately enjoy strong protection 

 May require more time and expense to educate 
consumers about the goods or services

 Consider differences in regional accents regarding how 
the mark may be spoken, this could lead to different 
perceptions of the mark

 Consider possible meanings in slang usage and in 
foreign languages

Best of All Worlds

 If Combined with a descriptive or suggestive tagline,  
arbitrary or fanciful marks can enjoy a fast track to being 
recognized as indicators of the source or origin of your 
services.
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Step 2:  Trademark Search
The search will look for marks that are “confusingly similar” 

or are likely to cause confusion in the consuming public.

Broadly Considering

The sound, 
appearance,  meaning 

and commercial 
connotation of each 

mark

The relatedness and 
connection between the 
goods/services and the 
intended consumers

Likelihood of Confusion

 The primary focus is whether or not, when all factors are 
considered, the relevant consumers will be likely to be 
confused as to the source or origin of your product

 This determination changes somewhat  with the type of 
mark being searched
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Searching Descriptive Marks

 The mark may already in use in some manner by at least 
one other company for the same or similar goods or 
services. If each use is slightly different each of them 
may be able to co-exist.

 Search will be more focused in terms of the goods or 
services covered

 If the mark is being used by several entities, it may be 
that the mark is also available for your use, but you may 
not be able to protect that mark from later use by yet 
another entity. 

Searching Suggestive Marks
 Protection is for the mark, but not for the “theme” of the 

mark.  “Service with a Heart; ” “You are the Heart of Our 
Business;” “Our Nurses Are All Heart;” and “We Will 
Handle Your Heart with TLC”  each include the word 
Heart, but are not likely to be found to be confusingly 
similar even for the same services.

 The exact mark may also be in use for unrelated services. 
“Service with a Heart” for automobile repair services is 
distinct from use for cardiac care services.  Consumers 
are not likely to believe that their auto mechanic is now 
offering medical services – or vice versa.
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Searching Arbitrary Marks
 Search should encompass a broader range of services 

to include similar, yet distinct services. 

 While the suggestive mark “Service with a Heart” may 
co-exist for both cardiac services and janitorial services 
that include hospital cleaning; the same may not be true 
for the arbitrary mark “Penguin Care” for pediatric 
medical services and “Penguin” for child focused 
services, even if not in the health care arena.

Searching Fanciful Marks

 Search will cover an even broader spectrum of goods 
and services

 A truly Fanciful Mark may not be available if there is any
other use of the mark.  It is difficult to think that any other 
company could use the Xerox mark without consumers 
thinking there is a connection with Xerox Corporation, 
regardless of the goods or services. 
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Step 3:  File ITU Application

 As soon as the final mark is chosen an intent to use 
application should be filed. 

 This will allow protection of the mark during product 
development 

 The application will not register until after there is use; 
but once registered the owner’s rights will begin as of the 
filing date rather than the date of first use. 

Why Register?

 Federal Trademark Registration provides several 
procedure and substantive benefits to the registration 
owner. 

̶ Rights that cover the entire United States

̶ Presumption of validity

̶ Incontestability after 5 years 

̶ Limits scope of rights of prior users

̶ In the database, provides notice of rights
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IP Policy
 Reasons to have an IP Policy

̶ Motivation for employees to create 

̶ Outline general guidelines for inventions and works of 
authorship

̶ Help identify and protect IP

 Manage and control IP assets

 Transfer assets

 Core technology vs. non-core technology

Employees and Contractors

• Implement processes that anticipate IP ownership and 
be proactive:

• Employee Agreements 

• Some countries and states (including KS) have necessary 
assignment language for these type of agreements

• Independent Contractor Agreements

• Assignment Agreements

• Recordation with USPTO/Copyright Office
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Inventions

An invention is owned by its creator:

 Even if the invention was conceived and reduced to 
practice during the term of the inventor’s employment

 Unless, there is an agreement in writing assigning 
ownership (assignment agreement or employment 
agreement)

Public Disclosure and Documentation 

 Public Disclosure

̶ Publications

̶ Seminars

̶ Presentations  

 Documenting the relationship of the inventors with the 
company

 Documenting the Invention

̶ Information Disclosure Form

̶ Inventors
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Hired to Invent (Patent)

 Obligation of an employee to assign invention if hired to 
solve a specific problem or exercise “inventive faculties”

 Must review circumstances of the employment reflect an 
agreement (explicit or implicit) that employee assigned 
rights to employer

First-to-File Benefits

 Designed to simplify the process by using a bright-line 
date

̶ Easier for prior art novelty/obviousness purposes

̶ Prevents third parties from claiming earlier conception



6/6/2013

14

First-to-File Problems

 Likely to benefit larger companies with sufficient 
funds to quickly file applications

̶ May hurt smaller inventors without the resources to 
quickly file applications

 Potentially sacrifices accuracy and fairness for 
simplicity and cost savings

 Exceptions still introduce some uncertainty

Prior Art – The New System

 Anything worldwide which, before the filing date of the 
application, was:

̶ patented;

̶ published;

̶ used publicly;

̶ on sale;

̶ otherwise available to the public; or 

̶ disclosed in an application filed prior to the filing date of the 
application.



6/6/2013

15

Third Party Collaborations

 It is essential to carefully define IP ownership rights and 
obligations before any work is created or inventions are 
made

 Ownership based on inventorship

 Joint ownership

Third Party Collaborations

 Try to anticipate the types of inventions arising out of 
the collaboration

 Retain ownership or control of IP that relates to your 
core business goals

 Clearly define fields of interest and retain ownership of 
any IP that relates to your field

 Cross-licensing provisions 

 Provisions providing some control over or input in 
prosecution and enforcement
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Trade Secrets

 Trade secrets:

̶ are not generally known to the public, 

̶ are protectable as long as the information 
remains secret, and 

̶ have been the subject of reasonable efforts to 
maintain confidentiality.

Trade Secrets

 Examples

̶ Method of customer care

̶ Patient/customer lists

̶ Techniques/processes for handling patient 
data and billing data
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Copyrights

 In the U.S.:

̶ Copyright exists automatically upon creation of a 
copyrightable work (fixed in a tangible medium)

̶ Federal registration is not required

̶ However, you cannot sue for infringement without a federal 
copyright registration

Copyright Notice

© [year of creation] [owner]
© 2013 Husch Blackwell LLP

or

Copyright [year of creation] [owner]
Copyright 2013 Husch Blackwell LLP
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Copyright Ownership

 Ownership of a copyright vests initially in author of a 
creative work

 Ownership vests automatically at the moment the work is 
fixed in a tangible media

Work for Hire (Copyright)

 A work prepared by an employee within the scope of 
his/her employment (i.e., it was part of the job duties of 
the creator to create the work).

 A work specially ordered or commissioned for use as a 
contribution to a collective work, as a part of a motion 
picture or other audiovisual work, as a translation, as a 
supplementary work, as a compilation, as an 
instructional text, as a test, as answer material for a test, 
or as an atlas, if the parties expressly agree in writing
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NOT a Work for Hire 

 A Work for Hire does not automatically result from hiring 
an independent contractor and paying them to create a 
work for you

 Impact of no written agreement is no ownership of that 
intellectual property

Copyright Issues

 On-hold music

 Music and movies in common areas

 Fair Use photocopying 

̶ Research and Development

̶ Use of Forms

̶ Other Examples

 Illegal file downloading
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Third Party Materials

 Name and Likeness of Others

• Obtain a release and ability to edit/modify

 Stock Photos

• Carefully review the rights and restrictions for use of Stock 
Photos (free or paid)

 Open Source Code

• Carefully review the rights and restrictions for use and 
incorporation of Open Source Code

Software
 HIPAA

 Data security and encryption

 Cloud computing dangers

 Testing and acceptance importance

 Implementation procedures

 Integration with a large system or enterprise system

 Data conversion
̶ As part of the implementation procedures

̶ Post-termination

• Transition of software during a divestiture
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QUESTIONS?
Thank you.

huschblackwell.com/intellectual-property

Kathleen A. Rheintgen
Chicago

312.655.1501
kathleen.rheintgen@huschblackwell.com

Kris Kappel
Kansas City

816.983.8373
kris.kappel@huschblackwell.com

Wade Kerrigan
Kansas City

816.983.8248
wade.kerrigan@huschblackwell.com


